Application No. 10/682,278 
Amendment dated August 1 6, 2007 
Reply to Office action of May 25, 2007 

REMARKS/ARGUMENT 

Description of Amendments 

In this Amendment, claims 23, 34, and 41 are currently amended and claims 45-50 are 
new. No new matter has been added. Claims 23, 24, 27-39, and 41-50 are pending after 
entry of this Amendent. 

The amendments to claims 23, 34, and 41 and new claims 48 and 50 are supported by 
the application as originally filed (see, for example, Figure 3F and its description in the 
specification). New claims 45-47 and 49 are supported by the application as originally filed 
(see, for example, Pub. No. 2004/0073298, para. 33 and 41). 

Rejections under 35 U.S.C. § 1 12 

I. 

Claims 23, 24, and 27-33 were rejected under 35 U.S.C. §112, first paragraph, as 
failing to comply with the written description requirement. The examiner states that the 
specification does not disclose a coating that includes a substrate. 

Independent claim 23 has been amended by deleting "a substrate." Accordingly, 
Applicants respectfully request reconsideration and removal of the rejection of claim 23. 
Applicants also respectfully request removal of the rejection of claims 24 and 27-33 in view 
of the amendment of claim 24 from which these claims depend. 

II. 

Claims 41-44 were rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite. The examiner stated that it is unclear what is meant by "only along a length" in 
claim 4 1 . 

Independent claim 41 has been amended by replacing "only along a length" with 
-along a segment-. The term "segment" is supported by the originally-filed specification 
corresponding to Pub. No. 2004/0073298, para. 23. Accordingly, Applicants respectfully 
request reconsideration and removal of the rejection of claim 41. Applicants also respectfully 
request removal of the rejection of claims 42-44 in view of the amendment of claim 41 from 
which these claims depend. 
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Specification 

The specification was objected to as failing to provide proper antecedent basis for the 
subject matter of claim 23. The Examiner stated that antecedent basis for a coating including 
a substrate must be provided (Office Action of 5/25/07, para. 6). 

As indicated above, claim 23 was amended to delete "a substrate." Accordingly, 
Applicants respectfully request this objection be removed. 

Rejections under 35 U.S.C. §103 

I. 

Claims 23, 24, 27-31, 34, and 36-40 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over US 5,824,048 ("Tuch") in view of US 5,873,904 ("Ragheb"). 

Independent claim 23 is amended to recite: 

a discontinuous second layer having a segment separated by the first layer, 
. . . , wherein the first and second layers are coated on the primer layer, and 
wherein the first and second layers do not overlap radially . 

Also, independent claim 34 is amended to recite: 

a polymeric coating formed on the primer layer, wherein the polymeric 
coating includes alternating sections of a first layer and a second layer 
along a length of a segment of the substrate, and wherein the first and 
second layers do not overlap radially . 

Applicants respectfully submit that Tuch and Ragheb, individually and when 
combined, fail to teach or suggest these limitations. 

In Tuch, the first coating layer is "overlaid by a second porous coating 
layer" (Abstract) and, therefore, the first and second coating layers of Tuch 
overlap radially and fail to meet the limitations of claims 23 and 34. In Ragheb, 
various coating layers overlap radially (see Figures 1-5) and, thus, fail to meet the 
limitations of claims 23 and 34. Accordingly, Applicants respectfully submit that 
claims 23 and 34 are patentably allowable over Tuch in view of Ragheb. 
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Claims 24, 27-31, and 36-40 depend from claim 23 or 34 and are patentably allowable 
over Tuch in view of Ragheb for at least the same reason as claim 23 or 34. 

In regard to claims 29 and 39, the examiner stated that "the release rate of the first 
active ingredient is different from the release rate of the second active ingredient from the 
coating since the drugs in the outermost layer will release before the drugs in the lower 
layer." Applicants respectfully disagree. A difference in when two active ingredients are 
released does not necessarily give rise to a difference in the release rate of the two active 
ingredients. For this additional reason, Applicants submit that claims 29 and 39 are 
patentably allowable over Tuch in view of Ragheb. 

II. 

Claims 32 and 35 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Tuch in view of Ragheb. 

As indicated above, claims 23 and 34 are patentably allowable over Tuch in view of 
Ragheb. Claims 32 and 35 depend from claims 23 and 34, respectively, and are patentably 
allowable over Tuch in view of Ragheb for at least the same reason as claims 23 and 34. 

III. 

Claims 23 and 33 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
US 6,099,562 ("Ding") in view of Ragheb. 

In Ding, a topcoat 104 is on top of an undercoat 103 and, therefore, the topcoat 104 
and the undercoat 103 radially overlap. As such, the topcoat 104 and undercoat 103 of Ding 
fail to meet the limitation of claim 23 that "the first and second layers do not overlap 
radially." As previously mentioned, the various coating layers in Ragheb overlap radially 
(see Figures 1-5) and, therefore, fail the cure the deficiency of Ding with respect to claim 23. 
Accordingly, Applicants respectfully submit that claim 23 is patentably allowable over Ding 
in view of Ragheb. 

Claim 33 depends from claim 23 and is patentably allowable over Ding in view of 
Ragheb for at least the same reason as claim 23 is patentably allowable. 
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IV. 

Claims 41-44 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Ragheb in view of Tuch. 

The examiner asserted that separated sections of a coating of bioactive ingredient (18) 
"can be designated as alternating first and second sections since no limitation is given in the 
claim with respect to any differences between the first and second layer compositions." 

Independent claim 41 has been amended to recite that "the first and second layers are 
different in composition and do not overlap radially" The bioactive material layer 18 in 
Ragheb fails to meet these limitations of claim 41 . In Ragheb, various coating layers overlap 
radially. In Tuch, the first coating layer is "overlaid by a second porous coating layer" 
(Abstract) and, therefore, the first and second coating layers of Tuch also fail to meet these 
limitations of claim 41. Accordingly, Applicants respectfully submit that claim 41 is 
patentably allowable over Ragheb in view of Tuch. 

Claims 42-44 depend from claim 41 and are patentably allowable over Ragheb in 
view of Tuch for at least the same reason as claim 41 is patentably allowable. 

Patentability of New Claims 

New claims 45-50 depend from claims 23 or 34 and are patentably allowable over 
Tuch in view of Ragheb or over Ding in view of Ragheb for at least the same reason as 
claims 23 or 34. 

Further, new claim 48 recites that "the first and second layers are coated on to make 
contact with the primer layer at only an outwardly facing surface of the primer layer." New 
claim 50 recites that "the first and second layers make contact with the primer layer at only 
an outwardly facing surface of the primer layer." Tuch, Ding, and Ragheb, individually and 
when combined, fail to teach or suggest these limitations of claims 48 and 50. 

Conclusion 

In light of the foregoing remarks, this application is considered to be in condition for 
allowance, and early passage of this case to issue is respectfully requested. If necessary to 
effect a timely response, this paper should be considered as a petition for an Extension of 
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Time sufficient to effect a timely response, and please charge any deficiency in fees or credit 
any overpayments to Deposit Account No. 07-1850. 



Respectfully submitted, 



Date: August 16, 2007 



/Norman Morales, Reg. No. 55,463/ 



Squire, Sanders & Dempsey L.L.P. 
One Maritime Plaza 
Suite 300 

San Francisco, CA 94111 
Facsimile (415) 393-9887 
Telephone (415) 393-9857 
nmorales@ssd.com 



Norman Morales 
Attorney for Applicant 
Reg. No. 55,463 
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